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7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE - 
STATE BAR OF TEXAS: ETHICS PRESENTATION: “NEgOTIATINg ETHICS”

8:45 WELCOME

THE IP YEAR IN REVIEw

9:00 COPYRIgHT YEAR IN REVIEw

9:45 TRADEMARk YEAR IN REVIEw

10:30 BREAk

10:45 PATENT YEAR IN REVIEw

11:30 TRADE SECRET YEAR IN REVIEw

12:00 PICk UP BOXED LUNCH

12:15 ETHICS PRESENTATION: PROSECUTION BARS

1:15 BREAk

TECHNOLOgY, LICENSINg AND IP RIgHTS

1:30 THE FUTURE OF TRADE SECRET LAw 

2:00 DEMAND LETTERS: wHAT IS APPROPRIATE ANYMORE?

2:30 EXPLORING COMPETING INTERESTS Of fRAND LICENSING COMMITMENTS

3:15 BREAK

3:30 THE NAME Of THE GAME IS THE (INSURANCE) CLAIM - INDEMNIfICATION 
IN PATENT LITIGATION

4:00 ETHICS PRESENTATION: SUBjECT MATTER CONfLICTS - THE NEXT WAVE 
IN IP MALPRACTICE CLAIMS? 

5:00 RECEPTION

6:00 CONfERENCE DINNER

Conference Co-Chairs

Marc A. Hubbard
Hubbard Law, PLLC
Dallas, Texas

david o. taylor 
Assistant Professor
SMU Dedman School of Law
Dallas, Texas

SCHEDULE November 10 INSTITUTE fOR LAW AND TECHNOLOGY

Conference Sponsors

Monday, November 10

7:15BREA    NETwORkINg BREAkFAST PRESENTED BY DBA IP SECTION NEw LAwYERS   
                    COMMITTEE AND NETwORkINg

7:45 BREAkFAST ROUNDTABLE: 
PATENT PROSECUTION BEST 
PRACTICES 

BREAkFAST ROUNDTABLE: PATENT 
LITIgATION BEST PRACTICES

PATENT PROSECUTION AND PATENT LITIgATION

9:00

10:00

wHAT DO I DO NOw? CURRENT ISSUES AT THE ITC 

DISCOVERY IN PATENT LITIgATION: 
LOCAL PATENT RULES AND POTENTIAL 
CHANgES TO THE FEDERAL RULES OF 
CIVIL PROCEDURE

10:30 BREAk

10:45 LIVINg wITH THE NEw § 102: 
HOw wILL IT CHANgE YOUR 
PRACTICE?

FOCUS gROUPS AND MOCk 
TRIALS: BEST PRACTICES IN PATENT 
LITIgATION

11:30 STRATEgIC USES OF NEw USPTO 
INITIATIVES AND PROCEDURES: 
HOw TO IMPROVE PROSECUTION 
EXPEDIENCY

HIRINg AND MANAgINg LITIgATION 
COUNSEL

12:15 PICk UP BOXED LUNCH

12:30 LUNCH KEYNOTE - FROM SILICON VALLEY TO WASHINGTON, D.C.:  
INSIgHTS FROM THE INTERSECTION OF TECHNOLOgY, LAw AND POLITICS

1:30 BREAk

PATENT DISPUTES

1:45 EFFECTIVE ADVOCACY IN PATENT LITIgATION

2:30 BREAk

2:45 PATENT OWNERS, DON’T GET CAUGHT IN THE TSUNAMI: AIA POST-GRANT 
PROCEEDINGS

3:45 TRIAL PROCEEDINgS BEFORE THE PTAB: BEST PRACTICES AND LESSONS 
LEARNED

5:00 ADjOURN

Tuesday, November 11

Conference Planning Committee

Executive Committee

Marc A. Hubbard
Hubbard Law, PLLC

David O. Taylor  
Assistant Professor
SMU Dedman School of Law

Chair
Clyde Siebman
Siebman, Burg, Phillips & Smith, LLP  
 
Vice-Chair 
Larry J. Bassuk 
Texas Instruments Inc.

The Center for American and International Law

Mike Marchand, President

Mark Smith, Co-Director of the Institute

Alan Dunlop, Co-Director of the Institute

Lawrence J. Bassuk – Texas Instruments Inc.

Jeff R. Bragalone – Bragalone Conroy, PC

Scott w. Breedlove – Vinson & Elkins, LLP 

Colin P. Cahoon – Carstens & Cahoon, LLP

Zunxuan Chen – Locke Lord LLP

Elisabeth A. Evert – Hitchcock Evert LLP

Hilda C. galvan – Jones Day 

Brett C. govett – Norton Rose Fulbright

Marc A. Hubbard – Hubbard Law PLLC 

wei wei Jeang – Andrews kurth LLP 

John C. Lindgren – Conversant Intellectual Property 
Management, Inc. 

Allen S. Lineberry – Siemens PLM Software

David L. McCombs – Haynes and Boone, LLP

Michael D. Pegues – Bracewell & giuliani LLP

Phillip Philbin – Haynes and Boone, LLP 

 

Michael w. Piper – Conley Rose, P.C.

Barton E. Showalter – Baker Botts L.L.P. 

Clyde M. Siebman – Siebman, Burg, Phillips & Smith LLP 

Elvin E. Smith, III – Law Offices of Elvin E. Smith III PLLC

Bruce S. Sostek – Thompson & knight LLP 

Theodore Stevenson, III – Mckool Smith 

David O. Taylor – SMU Dedman School of Law 

Frank C. Vecella – Ericsson Inc.

Conference Co-Chairs Institute Leadership

Vincent J. Allen
Carstens & Cahoon, LLP

Jenny Allenbaugh
The Law Offices of Jenny 
Allenbaugh, PLLC

Andrea Z. Almeida
Horzepa Spiegel & Associates, 
P.C.

Ted Anderson
kilgore & kilgore PLLC
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Nokia, Inc.

Charles L. Babcock
Jackson walker L.L.P.

Lawrence J. Bassuk 
Texas Instruments Inc.

Barry L. Bell
Echelon Analytics

Steve Benenson
Echelon Analytics

Scott w. Breedlove
Vinson & Elkins LLP

gregg C. Brown 

Colin P. Cahoon
Carstens & Cahoon, LLP

David w. Carstens
Carstens & Cahoon, LLP

Daniel J. Chalker
Chalker Flores, LLP

Li Chen
Sidley Austin LLP

Robert M. Chiaviello, Jr.
Law Offices Of Robert M. 
Chiaviello Jr.

Max Ciccarelli 
Thompson & knight LLP

Michael Crowley
Research in Motion

Philip Davison  
Law Offices of Philip Davison

Marc L Delflache
Norton Rose Fulbright

 

Tracy w. Druce
Novak Druce + Quigg LLP

Elisabeth A. Evert
Hitchcock Evert LLP

Earl Fairbanks  
IPFC Corp.

Edwin S. Flores
Chalker Flores, LLP

Brian J. Gaffney 
AT&T Services, Inc.

Hilda C. galvan 
Jones Day

kenneth R. glaser
gardere wynne Sewell LLP

Thomas C. goldstein 
goldstein & Russell, PC

Brett C. govett
Norton Rose Fulbright

Lance gunderson 
Echelon Analytics

James I. Harlan 
Xtera Communications, Inc.

David H. Harper 
Haynes and Boone, LLP

Dean w. Harvey 
Andrews kurth LLP

Paul Hashim 
Huawei Technologies USA

Joseph F. Hubach 
Texas Instruments Inc.

Marc A. Hubbard 
Hubbard Law, PLLC

william M. Imwalle 
Halliburton Energy Services, 
Inc.

Thomas L. Irving 
Finnegan, Henderson, Farabow, 
garrett & Dunner, LLP

Sharon A. Israel 
Mayer Brown LLP 

Thomas R. Jackson 
Jones Day
 
 

wei wei Jeang 
Andrews kurth LLP

Brett Johnson 
Farney Daniels PC

Lisa k. Jorgenson 
STMicroelectronics

F. Scott Kieff 
george washington University 
Law School

Rob L. king 
Silicon Laboratories

Thomas J. klitgaard 
Dillingham & Murphy, LLP

george M. kryder, III 
Vinson & Elkins LLP

Todd E. Landis 
Akin gump Strauss Hauer & 
Feld LLP

Robert P. Latham 
Jackson walker L.L.P.

John C. Lindgren 
Conversant Intellectual 
Property Management, Inc.

Allen S. Lineberry 
Siemens PLM Software

Michael Lowenberg 
gardere wynne Sewell LLP

Steven C. Malin 
Sidley Austin LLP

Robert V. Market 
Texas Heart Institute

Ira S. Matsil 
Slater & Matsil, L.L.P.

David L. McCombs 
Haynes and Boone, LLP

Brian C. McCormack 
Baker & Mckenzie

kevin J. Meek 
Baker Botts L.L.P.

Peter E. Mims 
Vinson & Elkins LLP 
Aaron k. Mulvey 
Law Offices of Aaron K. Mulvey, 
PLLC

wes Musselman 
Fish & Richardson P.C.

Jim Nawrocki 
IPFC Corp.

Michael J. Newton 
Alston & Bird LLP

Xuan-Thao Nguyen 
SMU Dedman School of Law

warren Norred 
Norred Law

Steven L. Page 
Hewlett-Packard

Mark Patrick 
Texas Instruments Inc.

Michael D. Pegues 
Bracewell & giuliani LLP

gale R. Peterson 
Law Offices of Gale R. Peterson

Phillip Philbin 
Haynes and Boone, LLP

John Pinkerton 
Thompson & knight LLP

Mark Reiter 
gibson, Dunn & Crutcher LLP

Scott Rhoades 
Akin gump Strauss Hauer & 
Feld LLP

Mark Richmond 
Dexas International Ltd.

Chris J. Rourk 
Jackson walker L.L.P.

garreth Sarosi 
MetroPCSCommunications, Inc.

w. Todd Schoettelkotte 
IPFC Corp.

Hope Shimabuku 
Xerox Business Services, LLC

Bart E. Showalter 
Baker Botts L.L.P. 
Clyde M. Siebman 
Siebman, Burg, Phillips & Smith, 
LLP

 

Steven Slater 
Slater & Matsil, L.L.P.

kate Soled 
American Eagle Airlines

Bruce S. Sostek 
Thompson & knight LLP

Theodore Stevenson, III 
Mckool Smith

Paul V. Storm 
gardere wynne Sewell LLP

Thom N. Tarnay
Sidley Austin LLP

Prof. David O. Taylor 
SMU Dedman School of Law

Fred Telecky
Texas Instruments Inc.

Doug Thomas 
Technology & Innovation Law 
group

keith R. Ugone
Analysis group, Inc.

Frank C. Vecella 
Ericsson Inc.

R. Ross Viguet 
Norton Rose Fulbright

Sanford E. warren, Jr. 
Akin gump Strauss Hauer & 
Feld LLP

David B. weaver 
Vinson & Elkins LLP
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Dentons US LLP

Dee Ann weldon-
wilson 
Exxon Mobil Corporation

Bradley williams 
Baker Botts L.L.P.

Thomas C. wright 
Rose walker LLP 

Jennifer wuamett 
Freescale Semiconductor, Inc.

7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE – STATE BAR OF TExAS 
INCLUDING (7:45 – 8:45 AM): ETHICS PRESENTATION: “NEGOTIATING ETHICS”

when it comes to ethics in negotiations, it’s anything but anything goes. Could a tiny white lie here and a teeny 
puffing there mean the difference between getting the deal done and getting disbarred? We will address these 
questions and more in a novel way as our speakers challenge you: “Are you smarter than a first-year lawyer?”

Panelists:
— Wilson Chu, k&L gates LLP, Dallas, Texas

— Barrett R. Howell, k&L gates LLP, Dallas, Texas

— Hope Shimabuku, Xerox Business Services, LLC, Dallas, Texas

8:45 wELCOME

THE IP YEAR IN REVIEw
Module Chair: Michael D. Pegues

9:00 COPYRIgHT YEAR IN REVIEw 

A review of 2013-14 cases and controversies involving copyright law issues.

— Kevin J. Meek, Baker Botts, L.L.P., Austin, Texas

9:45 TRADEMARk YEAR IN REVIEw

An overview of 2013-14 cases from the TTAB and important civil cases involving trademarks.

— Megan Dredla Hoyt, Thompson & knight LLP, Dallas, Texas

10:30 BREAk

10:45 PATENT YEAR IN REVIEw

Pete Peterson will present his annual review of patent law decisions by the U.S. Supreme Court and the Federal 
Circuit.

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

11:30 TRADE SECRET YEAR IN REVIEw

An overview of the year’s developments in trade secret law.

— Joseph F. Cleveland, Jr., Brackett & Ellis, P.C., Fort worth, Texas

12:00 PICk UP BOXED LUNCH

12:15 ETHICS PRESENTATION: PROSECUTION BARS

Developed to protect against misuse of confidential information by competitive decision-makers, prosecution bars 
can sometimes be used in effect as motions to disqualify.  At the same time, agreeing to abide by a bar creates its 
own management issues. This session will address the many ethical issues created by prosecution bars, including 
their scope and application in inter partes review, reissue, and other contexts.

— David Hricik, Professor of Law, Mercer University, Macon, georgia

1:15 BREAk

TECHNOLOgY, LICENSINg, & IP RIgHTS
Module Chair: Jeffrey R. Bragalone

1:30 THE FUTURE OF TRADE SECRET LAw 
Congress has recently considered legislation that would, among other things, create a federal cause of action for 
trade secret misappropriation.  what are the prospects for enactment of this or similar legislation?  what would this 
legislation mean for state causes of action?  In short, what is the future of trade secret law?

— Thaddeus Burns, Senior Counsel, Intellectual Property & Trade, general Electric, washington, D.C.
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7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE – STATE BAR OF TExAS 
INCLUDING (7:45 – 8:45 AM): ETHICS PRESENTATION: “NEGOTIATING ETHICS”

when it comes to ethics in negotiations, it’s anything but anything goes. Could a tiny white lie here and a teeny 
puffing there mean the difference between getting the deal done and getting disbarred? We will address these 
questions and more in a novel way as our speakers challenge you: “Are you smarter than a first-year lawyer?”

Panelists:
— Wilson Chu, k&L gates LLP, Dallas, Texas

— Barrett R. Howell, k&L gates LLP, Dallas, Texas

— Hope Shimabuku, Xerox Business Services, LLC, Dallas, Texas

8:45 wELCOME

THE IP YEAR IN REVIEw
Module Chair: Michael D. Pegues

9:00 COPYRIgHT YEAR IN REVIEw 

A review of 2013-14 cases and controversies involving copyright law issues.

— Kevin J. Meek, Baker Botts, L.L.P., Austin, Texas

9:45 TRADEMARk YEAR IN REVIEw

An overview of 2013-14 cases from the TTAB and important civil cases involving trademarks.

— Megan Dredla Hoyt, Thompson & knight LLP, Dallas, Texas

10:30 BREAk

10:45 PATENT YEAR IN REVIEw

Pete Peterson will present his annual review of patent law decisions by the U.S. Supreme Court and the Federal 
Circuit.

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

11:30 TRADE SECRET YEAR IN REVIEw

An overview of the year’s developments in trade secret law.

— Joseph F. Cleveland, Jr., Brackett & Ellis, P.C., Fort worth, Texas

12:00 PICk UP BOXED LUNCH

12:15 ETHICS PRESENTATION: PROSECUTION BARS

Developed to protect against misuse of confidential information by competitive decision-makers, prosecution bars 
can sometimes be used in effect as motions to disqualify.  At the same time, agreeing to abide by a bar creates its 
own management issues. This session will address the many ethical issues created by prosecution bars, including 
their scope and application in inter partes review, reissue, and other contexts.

— David Hricik, Professor of Law, Mercer University, Macon, georgia

1:15 BREAk

TECHNOLOgY, LICENSINg, & IP RIgHTS
Module Chair: Jeffrey R. Bragalone

1:30 THE FUTURE OF TRADE SECRET LAw 
Congress has recently considered legislation that would, among other things, create a federal cause of action for 
trade secret misappropriation.  what are the prospects for enactment of this or similar legislation?  what would this 
legislation mean for state causes of action?  In short, what is the future of trade secret law?

— Thaddeus Burns, Senior Counsel, Intellectual Property & Trade, general Electric, washington, D.C.



TECHNOLOgY, LICENSINg, & IP RIgHTS, CONT.

2:00 DEMAND LETTERS: wHAT IS APPROPRIATE ANYMORE?

Various states have begun to crack down on what critics deride as “bad-faith demand letters” that seek to obtain 
payments for licenses to patents.  Some states have sought to enforce their existing, generally-applicable laws, 
while others have enacted laws specifi cally designed to address this perceived problem.  As a result, we now have 
a patchwork quilt of state laws governing demand letters.  what do these laws allow? what do they require?  what 
might be on the horizon in more states (including Texas) and at the federal government?  And are these state laws 
preempted by federal law, or will they be?

— Dennis Skarvan, Deputy general Counsel, Caterpillar, Inc., Peoria, Illinois

2:30 EXPLORINg COMPETINg INTERESTS OF FRAND LICENSINg COMMITMENTS

Many standard setting organizations (SSOs) require fair, reasonable, and non-discriminatory (FRAND) licensing 
commitments from patent owners before patented technology may be incorporated into standards. Patent owners 
want a return on their development costs, while implementers want low-cost access to patent licenses to maintain 
their own margins. How do SSOs and courts balance these competing interests, for example, with respect to patent 
disclosure requirements and injunctions? How should they?

PANEL MODERATOR

— Lawrence (Larry) J. Bassuk, Deputy general Patent Counsel, Texas Instruments Inc., Dallas, Texas

PANELISTS

— David Killough, Assistant general Counsel, Microsoft Corporation, Seattle, washington

— Luke McLeroy, Licensing Counsel, Ericsson, Inc., Dallas, Texas

3:15 BREAk

3:30 THE NAME OF THE GAME IS THE (INSURANCE) CLAIM – INDEMNIFICATION IN PATENT LITIGATION

No exceptional case?  No problem.  Dust off  your vendor agreements and learn how to recover attorneys’ fees, 
settlement amounts, and damages arising out of patent litigation.

— Austin Champion, klemchuk kubasta LLP, Dallas, Texas

4:00 ETHICS PRESENTATION: SUBJECT MATTER CONFLICTS – THE NExT WAVE IN IP MALPRACTICE CLAIMS?

Representing diff erent, non-adverse clients in similar technical fi elds has always been a potential business confl ict 
for IP fi rms, but a recent Texas court case shows that the malpractice risks in this situation are no longer theoretical. 
This presentation explores a number of proactive steps that IP fi rms can take to reduce risks from the frequently-
encountered issue of potential subject matter confl icts.

— Colin Cahoon, Carstens & Cahoon, LLP, Dallas, Texas

5:00 RECEPTION

6:00 CONFERENCE DINNER

A Conversation with The Hon. Randall R. Rader
Former Chief Judge, U.S. Court of Appeals for the Federal Circuit, washington, DC

Featuring The Hon. Randall R. Rader in conversation with Dean John M. Whealan
Dean for Intellectual Property Law Studies, george washington University Law School, washington, DC

Sponsored by

SCHEDULE November 10 SCHEDULE November 11

Breakfast Roundtable: Patent Prosecution Best Practices

Patent Prosecutorial Judgment: Enhance your judgment 
of real world issues facing patent prosecutors by taking 
part in discussions with the best teachers—your peers! 
Join discussions with experienced patent prosecution 
professionals on topics that range from the best use of 
foreign application prosecution to those new, pesky 101 
rejections. Voice your experiences while learning from the 
best.

Panel Moderator
— Adam C. Davenport, Slater & Matsil, L.L.P., Dallas, Texas

Panelists
— Bobby Braxton, Braxton, Hilton, & Perrone, Dallas, Texas

— Michael Kevin Henry Ph.D., Fish & Richardson, Dallas, 
    Texas

— John J. (Jake) May, gardere wynne Sewell LLP, Dallas, 
    Texas

— Michael G. Rodriguez, Munck, wilson, Mandala, LLP, 
  Dallas, Texas

Breakfast Roundtable: Patent Litigation Best Practices

Grab some coff ee and join the discussion!  Share your 
knowledge of patent litigation practice with others at a 
focused discussion covering timely patent litigation issues 
including the impact of PTAB proceedings—namely Inter 
Partes Review and Covered Business Method review—on 
patent litigation, limitations on discovery, and the Federal 
Circuit and Supreme Court’s latest pronouncements 
on substantive patent law issues. Come join in the 
conversation.

Panel Moderator
— Dwayne C. Norton, Alston & Bird, Dallas, Texas

Panelists

— Juanita Deloach, Dentons US LLP, Dallas, Texas 

— Scott Hejny, Mckool Smith, Dallas, Texas

— Amy E. LaValle, Conley Rose, P.C., Plano, Texas 

— Paul Lein, Locke Lord LLP, Dallas, Texas

7:45 BREAkFAST ROUNDTABLES PRESENTED BY DALLAS BAR ASSOCIATION IP SECTION NEw LAwYERS 
COMMITTEE. TO ALLOw TIME FOR NETwORkINg, BREAkFAST wILL BE SERVED FROM 7:15 A.M.

CONCURRENT SESSIONS

PATENT PROSECUTION
Module Chair: Michael w. Piper

PATENT LITIgATION
Module Chair: Bruce Sostek

9:00 wHAT DO I DO NOw?

Writing specifi cations and claims in light of 
recent cases on subject matter eligibility, 
written description, indefi niteness, and divided 
infringement.

Panel Moderator
— Michael W. Piper, Conley Rose, P.C., Plano, Texas

Panelists
— Courtenay C. Brinckerhoff , Foley & Lardner LLP, 
    washington, D.C.

— Micky Minhas, Associate general Counsel, Patent 
    Strategy, Microsoft Corporation, Redmont, 
    washington

— Robert L. Stoll, Drinker Biddle & Reath LLP, 
    washington, D.C.

9:00 CURRENT ISSUES AT THE ITC

The International Trade Commission (ITC) has 
become an increasingly important weapon in the 
patent owners’ arsenal. This session considers 
several issues confronting complainants and 
respondents at the ITC, including (a) how 
complainants might avoid being gored by the 
economic prong of the domestic injury requirement 
when relying upon domestic research and 
development and licensing; (b) how respondents 
might cut costs and obtain early dispositions; and 
(c) whether electronic transmissions of digital data 
qualify as “articles” imported into the United States.

— Robert K. Rogers, Jr., Steptoe & Johnson, LLP, 
    Los Angeles, California

— Michael E. Schonberg, Thompson & knight LLP, 
    Dallas, Texas

Faculty Dinner Sponsor
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SCHEDULE November 11 SCHEDULE November 11

12:15 PICk UP BOXED LUNCH

12:30 LUNCHEON kEYNOTE ADDRESS

From Silicon Valley to Washington, D.C.: Insights from the Intersection of Technology, Law and Politics

Andrew Byrnes, Chief of Staff, U.S. Patent and Trademark Office, Alexandria, Virginia

1:30 BREAk

PATENT DISPUTES
Module Chair: Theodore Stevenson III

1:45 EFFECTIVE ADVOCACY IN PATENT LITIgATION

A panel of federal judges will discuss the dos and don’ts of pretrial procedure and trial, identifying what makes for 
effective advocacy.

Panel Moderator
— Theodore Stevenson, III, Mckool Smith, Dallas, Texas

Panelists

— The Hon. Barbara M.G. Lynn, United States District Court for the Northern District of Texas, Dallas, Texas

— The Hon. Roy Payne, United States District Court for the Eastern District of Texas, Marshall, Texas

2:30 BREAk

2:45 PATENT OWNERS, DON’T GET CAUGHT IN THE TSUNAMI: AIA POST-GRANT PROCEEDINGS

Tom Irving will discuss preparing and prosecuting U.S. patent applications to withstand scrutiny by the Patent Trial 
and Appeal Board (PTAB) during AIA reviews, and to make reviews more difficult to institute at the Board. Strategies 
include building into the patent application and prosecution a broadest reasonable claim construction that will 
avoid unpatentability whether in view of prior art, nonenablement, or lack of written description, and more liberal 
use of declarations relating to nonobviousness and §112 issues.

— Tom L. Irving, Finnegan, Henderson, Farabow, garrett & Dunner, LLP, washington, D.C. 

3:45 TRIAL PROCEEDINgS BEFORE THE PTAB:  BEST PRACTICES AND LESSONS LEARNED

Trial proceedings before the Patent Trial and Appeal Board (PTAB) are becoming the norm in patent litigation.  This 
interactive panel will provide perspectives from practitioners, patent challengers, and the bench on best practices 
and lessons learned in handling inter partes, covered business method, and post grant review proceedings before 
the PTAB. 

Panel Moderator
— Sharon A. Israel, Mayer Brown, Houston, Texas

Panelists

— Chris Dunstan, Senior Legal Counsel - Litigation, Ericsson Inc., Plano, Texas

— David L. McCombs, Haynes and Boone, LLP, Dallas, Texas

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia

5:00 ADJOURN

10:00 DISCOVERY IN PATENT LITIgATION: LOCAL 
PATENT RULES AND POTENTIAL CHANgES TO 
THE FEDERAL RULES OF CIVIL PROCEDURE

Discovery in patent litigation is often protracted 
and expensive, which can lead to unwarranted or 
premature settlements.  Recognizing this problem, 
many federal courts have implemented local 
rules to streamline discovery and reduce costs 
for patent litigants.  Additionally, the Advisory 
Committee on Civil Rules has recently proposed 
various amendments to the Federal Rules of 
Civil Procedure, including provisions regarding 
proportionality and cost-shifting, that could have 
important implications for discovery in patent 
litigation. 

— Megan M. La Belle, Associate Professor of Law, 
The Catholic University of America Columbus 
School of Law, washington, D.C.

10:30 BREAk

10:45 FOCUS gROUPS AND MOCk TRIALS:   
BEST PRACTICES IN PATENT LITIgATION

A panel of experienced trial practitioners talk about 
what works - and what doesn’t - when using focus 
groups and mock trials in patent litigation. Learn 
what to use focus groups for, and when mock trials 
can help crystallize the theories that will win at trial.

Panel Moderator

— Michael C. Smith, Siebman, Burg, Phillips &   
    Smith, LLP, Marshall, Texas

Panelists

— Jennifer Haltom Doan, Haltom & Doan,  
    Texarkana, Texas

— Wesley Hill, ward & Smith Law Firm, Longview,  
    Texas

11:30 HIRINg AND MANAgINg LITIgATION COUNSEL

How do in-house counsel decide which law firm 
to hire as litigation counsel for patent infringement 
cases?  And, after hiring litigation counsel, how 
can in-house counsel constrain expense and risk 
through effective use of litigation counsel?

Panel Moderator

— Bart E. Showalter, Baker Botts L.L.P., Dallas,  
    Texas

Panelists

— Brian Gaffney, general Attorney - IP Litigation,  
    AT&T, Dallas, Texas

PATENT PROSECUTION, CONT.

PATENT LITIgATION, CONT.

10:30 BREAk

10:45 LIVINg wITH THE NEw § 102: HOw wILL IT 
CHANgE YOUR PROSECUTION PRACTICE?

This presentation will describe the new § 102 
in three simple concepts and describe ways 
in which prior art under AIA has been both 
expanded and contracted. It will cover when and 
how to file declarations under 37 C.F.R. § 1.130. 
The presentation will also describe pitfalls to 
avoid when filing new applications, including the 
“malpractice box” on the AIA Application Data 
Sheet and address whether you should search an 
application before filing and what references you 
should be searching for.

— Kenneth N. Nigon, RatnerPrestia, Valley Forge,  
    Pennsylvania

11:30 STRATEgIC USES OF NEw USPTO INITIATIVES 
AND PROCEDURES: HOw TO IMPROVE  
PROSECUTION EXPEDIENCY

At the end of the USPTO’s most recent fiscal 
year, the USPTO documented 78,272 pending 
requests for continued examination (RCEs). Tackling 
this backlog of RCEs, of course, will divert the 
USPTO’s resources away from the examination of 
new applications. The USPTO therefore recently 
introduced several initiatives to address the issue 
of prosecution expediency. The USPTO has made 
these initiatives available for consideration and use 
at each stage of prosecution prior to the filing of an 
RCE (i.e., before and during filing of an application, 
before a first office action on the merits, after a final 
rejection, before an appeal, during and after

allowance, and after issuance). This presentation will focus 
on strategic use of each of these initiatives.

— Carey C. Jordan, McDermott will & Emery LLP,  
    Houston, Texas

PATENT PROSECUTION, CONT. PATENT LITIgATION, CONT.

— Mark Patrick, Assistant general Counsel, Texas  
    Instruments Inc., Dallas, Texas

— Betty Ungerman, Vice President, Deputy general  
    Counsel, Lennox International, Richardson, Texas

51st Annual Conference on Intellectual Property Law
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7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE – STATE BAR OF TExAS 
INCLUDING (7:45 – 8:45 AM): ETHICS PRESENTATION: “NEGOTIATING ETHICS”

when it comes to ethics in negotiations, it’s anything but anything goes. Could a tiny white lie here and a teeny 
puffing there mean the difference between getting the deal done and getting disbarred? We will address these 
questions and more in a novel way as our speakers challenge you: “Are you smarter than a first-year lawyer?”

Panelists:
— Wilson Chu, k&L gates LLP, Dallas, Texas

— Barrett R. Howell, k&L gates LLP, Dallas, Texas

— Hope Shimabuku, Xerox Business Services, LLC, Dallas, Texas

8:45 wELCOME

THE IP YEAR IN REVIEw
Module Chair: Michael D. Pegues

9:00 COPYRIgHT YEAR IN REVIEw 

A review of 2013-14 cases and controversies involving copyright law issues.

— Kevin J. Meek, Baker Botts, L.L.P., Austin, Texas

9:45 TRADEMARk YEAR IN REVIEw

An overview of 2013-14 cases from the TTAB and important civil cases involving trademarks.

— Megan Dredla Hoyt, Thompson & knight LLP, Dallas, Texas

10:30 BREAk

10:45 PATENT YEAR IN REVIEw

Pete Peterson will present his annual review of patent law decisions by the U.S. Supreme Court and the Federal 
Circuit.

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

11:30 TRADE SECRET YEAR IN REVIEw

An overview of the year’s developments in trade secret law.

— Joseph F. Cleveland, Jr., Brackett & Ellis, P.C., Fort worth, Texas

12:00 PICk UP BOXED LUNCH

12:15 ETHICS PRESENTATION: PROSECUTION BARS

Developed to protect against misuse of confidential information by competitive decision-makers, prosecution bars 
can sometimes be used in effect as motions to disqualify.  At the same time, agreeing to abide by a bar creates its 
own management issues. This session will address the many ethical issues created by prosecution bars, including 
their scope and application in inter partes review, reissue, and other contexts.

— David Hricik, Professor of Law, Mercer University, Macon, georgia

1:15 BREAk

TECHNOLOgY, LICENSINg, & IP RIgHTS
Module Chair: Jeffrey R. Bragalone

1:30 THE FUTURE OF TRADE SECRET LAw 
Congress has recently considered legislation that would, among other things, create a federal cause of action for 
trade secret misappropriation.  what are the prospects for enactment of this or similar legislation?  what would this 
legislation mean for state causes of action?  In short, what is the future of trade secret law?

— Thaddeus Burns, Senior Counsel, Intellectual Property & Trade, general Electric, washington, D.C.
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