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53rd Annual Conference on Intellectual Property Law

Program at a Glance	 November 16-17

7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE - 
STATE BAR OF TEXAS

8:45 Welcome

The IP Year in Review and Patent Law Retrospective

9:00 Patent Year in Review

9:45 Copyright Year in Review

10:15 Trademark year in review

10:45 break

11:00 Patent Law Retrospective

12:15 Pick Up Boxed Lunch

12:30 Ethics at the USPTO

1:30 Break

PTAB PROCEEDINGS

1:45 State of the Board

2:15 Patent Owner Survival in the Wake of the PTAB:  How to Avoid 
the Darwin Awards

3:00 Break

3:15 Hot Issues in PTAB Trials Session 1:  PTAB Procedural  
Developments and Impact of Ongoing Reform

4:00 Hot Issues in PTAB Trials Session 2:  Coordination with District 
Court Litigation

5:00 Adjourn

5:15 Reception

Conference Co-Chairs

Marc A. Hubbard
Hubbard Law, PLLC
Dallas, Texas

Steve Malin 
Chen Malin LLP
Dallas, Texas

Schedule	 November 16 Institute for Law and Technology

Conference Sponsors

Monday, November 16

7:45Brea   Breakfast Roundtables: Pet Peeves that Litigators have with  
                    Prosecutors and Vice Versaand Networking

PATENT PROSECUTION and PATENT LITIGATION

TECH TRANSFER & MISCELLANEOUS

1:45 Patent Portfolio Licensing Models

2:15 The new Texas Uniform Trade Secrets Act

2:45 Boilerplate Blunders

3:15 BREAK

3:30 The Patent Eligibility Morass: How did we get here, how bad is it, 
and can we fix it?

5:00 Adjourn

Tuesday, November 17

Conference Planning Committee

Executive Committee

Marc A. Hubbard
Hubbard Law, PLLC

Steve Malin 
Chen Malin LLP

Chair
Clyde M. Siebman
Siebman, Burg, Phillips & Smith, LLP  
 
Vice-Chair 
Larry J. Bassuk 
Texas Instruments Inc.

The Center for American and International Law

Michael J. Marchand, President

Mark P. Smith, Co-Director of the Institute

Jay E. Ray, Co-Director of the Institute

Lawrence J. Bassuk – Texas Instruments Inc.

Jeff R. Bragalone – Bragalone Conroy, PC

Scott W. Breedlove – Vinson & Elkins, LLP 

Colin P. Cahoon – Carstens & Cahoon, LLP

Zunxuan Chen – Locke Lord LLP

Elisabeth A. Evert – Hitchcock Evert LLP

Hilda C. Galvan – Jones Day 

Brett C. Govett – Norton Rose Fulbright

Marc A. Hubbard – Hubbard Law PLLC 

Wei Wei Jeang – Andrews Kurth LLP 

John C. Lindgren – Conversant Intellectual Property 
Management, Inc. 

Allen S. Lineberry – Siemens PLM Software

David L. McCombs – Haynes and Boone, LLP

Michael D. Pegues – Bracewell & Giuliani LLP

Phillip Philbin – Haynes and Boone, LLP 

 

Michael W. Piper – Conley Rose, P.C.

Barton E. Showalter – Baker Botts L.L.P. 

Clyde M. Siebman – Siebman, Burg, Phillips & Smith LLP 

Elvin E. Smith, III – Law Offices of Elvin E. Smith III PLLC

Bruce S. Sostek – Thompson & Knight LLP 

Theodore Stevenson, III – McKool Smith 

David O. Taylor – SMU Dedman School of Law 

Frank C. Vecella – Ericsson Inc.

Conference Co-Chairs Institute Leadership

Vincent J. Allen
Carstens & Cahoon, LLP

Jenny Allenbaugh
The Law Offices of Jenny 
Allenbaugh, PLLC

Andrea Z. Almeida
Horzepa Spiegel & Associates, 
P.C.

Ted Anderson
Kilgore & Kilgore PLLC

Ron A. Antush 
Nokia, Inc.

Charles L. Babcock
Jackson Walker L.L.P.

Lawrence J. Bassuk	
Texas Instruments Inc.

Barry L. Bell
Echelon Analytics

Steve Benenson
Echelon Analytics

Scott W. Breedlove
Vinson & Elkins LLP

Gregg C. Brown	

Colin P. Cahoon
Carstens & Cahoon, LLP

David W. Carstens
Carstens & Cahoon, LLP

Daniel J. Chalker
Chalker Flores, LLP

Li Chen
Sidley Austin LLP

Robert M. Chiaviello, Jr.
Law Offices Of Robert M. 
Chiaviello Jr.

Max Ciccarelli	
Thompson & Knight LLP

Michael Crowley
Research in Motion

Philip Davison 	
Law Offices of Philip Davison

 
 

Marc L Delflache
Norton Rose Fulbright

Tracy W. Druce
Novak Druce + Quigg LLP

Elisabeth A. Evert
Hitchcock Evert LLP

Earl Fairbanks	  
IPFC Corp.

Edwin S. Flores
Chalker Flores, LLP

Brian J. Gaffney 
AT&T Services, Inc.

Hilda C. Galvan	
Jones Day

Kenneth R. Glaser
Gardere Wynne Sewell LLP

Thomas C. Goldstein	
Goldstein & Russell, PC

Brett C. Govett
Norton Rose Fulbright

Lance Gunderson 
Echelon Analytics

James I. Harlan 
Xtera Communications, Inc.

David H. Harper 
Haynes and Boone, LLP

Dean W. Harvey 
Andrews Kurth LLP

Paul Hashim 
Huawei Technologies USA

Joseph F. Hubach 
Texas Instruments Inc.

Marc A. Hubbard 
Hubbard Law, PLLC

William M. Imwalle 
Carstens & Cahoon, LLP

Thomas L. Irving 
Finnegan, Henderson, Farabow, 
Garrett & Dunner, LLP

Sharon A. Israel 
Mayer Brown LLP 

Thomas R. Jackson 
Jones Day
 
Wei Wei Jeang 
Andrews Kurth LLP
 
Brett Johnson	
Farney Daniels PC

Lisa K. Jorgenson 
STMicroelectronics

F. Scott Kieff	
George Washington University 
Law School

Rob L. King 
Silicon Laboratories

Thomas J. Klitgaard 
Dillingham & Murphy, LLP

George M. Kryder, III 
Vinson & Elkins LLP

Todd E. Landis 
Akin Gump Strauss Hauer & 
Feld LLP

Robert P. Latham 
Jackson Walker L.L.P.

John C. Lindgren	
Conversant Intellectual 
Property Management, Inc.

Allen S. Lineberry	
Siemens PLM Software

Michael Lowenberg 
Gardere Wynne Sewell LLP

Steven C. Malin 
Sidley Austin LLP

Robert V. Market	
Texas Heart Institute

Ira S. Matsil 
Slater & Matsil, L.L.P.

David L. McCombs 
Haynes and Boone, LLP

Brian C. McCormack 
Baker & McKenzie

Kevin J. Meek 
Baker Botts L.L.P.

 

Peter E. Mims	
Vinson & Elkins LLP
 
Aaron K. Mulvey 
Law Offices of Aaron K. Mulvey, 
PLLC 

Wes Musselman 
Fish & Richardson P.C.
Jim Nawrocki 
IPFC Corp.

Michael J. Newton 
Alston & Bird LLP

Warren Norred 
Norred Law

Steven L. Page 
Hewlett-Packard

Mark Patrick 
Texas Instruments Inc.

Michael D. Pegues 
Polsinelli PC

Gale R. Peterson 
Law Offices of Gale R. Peterson

Phillip Philbin 
Haynes and Boone, LLP

John Pinkerton 
Thompson & Knight LLP

Mark Reiter 
Gibson, Dunn & Crutcher LLP

Scott Rhoades 
Akin Gump Strauss Hauer & 
Feld LLP

Mark Richmond 
Dexas International Ltd.

Chris J. Rourk 
Jackson Walker L.L.P.

Garreth Sarosi 
Dentons US LLP

W. Todd Schoettelkotte 
IPFC Corp.

Hope Shimabuku 
Xerox Business Services, LLC

Bart E. Showalter	
Baker Botts L.L.P. 

Clyde M. Siebman 
Siebman, Burg, Phillips & Smith, 
LLP

Steven Slater	
Slater & Matsil, L.L.P.

Kate Soled 
American Eagle Airlines
 
Bruce S. Sostek	
Thompson & Knight LLP

Theodore Stevenson, III 
McKool Smith

Paul V. Storm	
Gardere Wynne Sewell LLP

Thom N. Tarnay
Sidley Austin LLP

Prof. David O. Taylor	
SMU Dedman School of Law

Fred Telecky
Texas Instruments Inc.

Doug Thomas 
Technology & Innovation Law 
Group

Keith R. Ugone
Analysis Group, Inc.

Frank C. Vecella 
Ericsson Inc.

R. Ross Viguet 
Norton Rose Fulbright

Sanford E. Warren, Jr. 
Warren Rhoades

David B. Weaver	
Vinson & Elkins LLP

Gerald T. Welch	
Dentons US LLP

Dee Ann Weldon-Wilson
Exxon Mobil Corporation

Bradley Williams 
Baker Botts L.L.P.

Thomas C. Wright 
Rose Walker LLP 

Jennifer Wuamett 
Freescale Semiconductor, Inc.

7:15 Networking Breakfast Presented by the Women in IP Task Force – State Bar of Texas 
Including Presentation (7:45 – 8:45 am)

Moderator:
— Cathryn Berryman, Winstead PC, Dallas, Texas

Panelists:
— The Hon. Stacey G. White, USPTO, Dallas, Texas

— The Hon. Miriam L. Quinn, USPTO, Dallas, Texas

8:45 Welcome

The IP Year in Review and Patent Law Retrospective

9:00 Patent Year in Review

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

9:45 Copyright Year in Review

— Kevin Tottis, TottisLaw, Chicago, Illinois

10:15 Trademark Year in Review

— Dyan House, Carter Scholer Arnett Hamada & Mockler, Dallas, Texas

10:45 Break

11:00 Patent Law Retrospective

The pace of change in patent law has been dizzying over the last decade. An experienced panel of practitioners 
and judges will address the changes and how the patent litigation landscape has changed.

Moderator:

— Theodore Stevenson, III, McKool Smith, Dallas, Texas

12:15 Pick Up Boxed Lunch

12:30 Ethics at the USPTO 

— Professor David Hricik, Mercer University School of Law, Macon, Georgia

1:30 Break

PTAB PROCEEDINGS
Module Chair: J. Andrew Lowes, Haynes and Boone LLP

1:45 State of the Board

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia 

2:15 Patent Owner Survival in the Wake of the PTAB:  How to Avoid the Darwin Awards

The Darwin Awards commemorate those who improve our gene pool by removing themselves from it.  Patent 
owners are facing similar self-selection challenges in crafting their patents to avoid extinction under PTAB scrutiny.  
How should you prepare and prosecute patents to withstand critical review by the Patent Trial and Appeal Board 
(PTAB)?

— Tom L. Irving, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP, Washington, D.C.

PATENT PROSECUTION PATENT LITIGATION

9:00   Panel on Software  
           Prosecution Issues

9:00  RAND, FRAND, SEP, SSO, IEEE, -  
          Making Sense Out of Alphabet  
          Soup

10:30  break 9:45  Recent Ethics/Malpractice  
          Developments for Attorneys  
          Handling Patent Litigation

10:45  Panel on Indefiniteness 10:15  Break
11:45  Taking advantage of our  
           local branch of the PTO

10:30  THE FEDERAL CIRCUIT AND THE ITC  
           – WHO’S CALLING THE SHOTS? 
11:00  Flying High or Crash And Burn?    
           Getting Patent Damages Right

12:00           Lunch
12:30           ETHICS Roundtable
1:30              BREAK

Haynes and Boone, LLP logo
size: 2.5”(width)
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1:30 Break
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3:00 Break

3:15 Hot Issues in PTAB Trials Session 1:  PTAB Procedural  
Developments and Impact of Ongoing Reform

4:00 Hot Issues in PTAB Trials Session 2:  Coordination with District 
Court Litigation

5:00 Adjourn

5:15 Reception

Conference Co-Chairs

Marc A. Hubbard
Hubbard Law, PLLC
Dallas, Texas
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Chen Malin LLP
Dallas, Texas
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7:15 Networking Breakfast Presented by the Women in IP Task Force – State Bar of Texas 
Including Presentation (7:45 – 8:45 am)

Moderator:
— Cathryn Berryman, Winstead PC, Dallas, Texas

Panelists:
— The Hon. Stacey G. White, USPTO, Dallas, Texas

— The Hon. Miriam L. Quinn, USPTO, Dallas, Texas

8:45 Welcome

The IP Year in Review and Patent Law Retrospective

9:00 Patent Year in Review

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

9:45 Copyright Year in Review

— Kevin Tottis, TottisLaw, Chicago, Illinois

10:15 Trademark Year in Review

— Dyan House, Carter Scholer Arnett Hamada & Mockler, Dallas, Texas

10:45 Break

11:00 Patent Law Retrospective

The pace of change in patent law has been dizzying over the last decade. An experienced panel of practitioners 
and judges will address the changes and how the patent litigation landscape has changed.

Moderator:

— Theodore Stevenson, III, McKool Smith, Dallas, Texas

12:15 Pick Up Boxed Lunch

12:30 Ethics at the USPTO 

— Professor David Hricik, Mercer University School of Law, Macon, Georgia

1:30 Break

PTAB PROCEEDINGS
Module Chair: J. Andrew Lowes, Haynes and Boone LLP

1:45 State of the Board

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia 

2:15 Patent Owner Survival in the Wake of the PTAB:  How to Avoid the Darwin Awards

The Darwin Awards commemorate those who improve our gene pool by removing themselves from it.  Patent 
owners are facing similar self-selection challenges in crafting their patents to avoid extinction under PTAB scrutiny.  
How should you prepare and prosecute patents to withstand critical review by the Patent Trial and Appeal Board 
(PTAB)?

— Tom L. Irving, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP, Washington, D.C.

PATENT PROSECUTION PATENT LITIGATION

9:00   Panel on Software  
           Prosecution Issues

9:00  RAND, FRAND, SEP, SSO, IEEE, -  
          Making Sense Out of Alphabet  
          Soup

10:30  break 9:45  Recent Ethics/Malpractice  
          Developments for Attorneys  
          Handling Patent Litigation

10:45  Panel on Indefiniteness 10:15  Break
11:45  Taking advantage of our  
           local branch of the PTO

10:30  THE FEDERAL CIRCUIT AND THE ITC  
           – WHO’S CALLING THE SHOTS? 
11:00  Flying High or Crash And Burn?    
           Getting Patent Damages Right

12:00           Lunch
12:30           ETHICS Roundtable
1:30              BREAK
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PTAB PROCEEDINGS, Cont.

3:00 Break

3:15 Hot Issues in PTAB Trials 
Session 1:  PTAB Procedural Developments and Impact of Ongoing Reform

Presenters will provide a run down on procedural aspects of PTAB practice, directed to recent developments and 
their influence on overall case strategy.  

Topics include:
•	 Drop in Institution Rate – Market Factors and Board Approach to Petition Defects
•	 Serial Petitions and the Application of Section 325 discretion/estoppel
•	 New rules and proposed reform legislation

Moderator:

— J. Andrew Lowes, Haynes and Boone LLP, Richardson, Texas

Panelists:

— Douglas A. Robinson, Harness, Dickey & Pierce, PLC, Saint Louis, Missouri

— Dan Smith, Fish & Richardson LLP, Dallas, Texas

— Gita Srivastava, Norton Rose Fulbright LLP, Dallas, Texas

4:00 Hot Issues in PTAB Trials 
Session 2:  Coordination with District Court Litigation

The panel will discuss PTAB trials and their experiences from real cases on what works most effectively, mistakes to 
avoid, and the interplay with district court litigation.  

Topics include:
•	 IPR Timing with Litigation
•	 Use of Institution Decision at the District Court
•	 Claim Construction Considerations
•	 Federal Circuit Appeal – Scope; Likelihood; Then What?

Moderator:

— J. Andrew Lowes, Haynes and Boone LLP, Richardson, Texas

Panelists:

— Chris Dunstan, Ericsson Inc., Plano, Texas 

— Sharon Israel, Mayer Brown LLP, Houston, Texas

— Donald Puckett, Skiermont Puckett LLP, Dallas, Texas

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia

5:00 Adjourn

5:15 Reception

Sponsored by

Schedule	 November 16 Schedule	 November 17

Join your peers in moderated discussions between patent prosecutors and litigators as they exchange their pet peeves 
about the other and explore ways for improving licensing and enforcement of patents during the entire life cycle of a 
patent.

Moderator:

— Adam C. Davenport, Dallas, Texas

Panelists:

— Matthew C. Acosta, Harness, Jackson Walker L.L.P., Dallas, Texas

— Austin Champion, Griffith Bates Champion & Harper LLP, Dallas, Texas

— Tara Clothier, Essilor of America, Inc., Dallas, Texas

— Juanita Deloach, Ph.D., Dentons US LLP, Dallas, Texas

— Michael Henry, Ph.D., Henry Patent Law Firm PLLC, Dallas, Texas

— Kandace D. Walter, Wilson Legal Group, PC, Dallas, Texas

— Andrew J. Wright, Bruster PLLC, Southlake, Texas

— Mimi Yu, Jones Day, Dallas, Texas

7:45 Breakfast Roundtables: Help Me Help You

 
Concurrent Sessions

PATENT PROSECUTION
Module Chair: Michael W. Piper

PATENT Litigation
Module Chair: Bruce Sostek

9:00 Software Prosecution: Dealing with the 
Hard Realities of a Software Practice

Developing disclosures and draft software cases to 
be prepared for the future, managing patent office 
prosecution for software cases already filed, and 
answering the challenges of functional claiming.

— Christa Brown-Sanford, Baker Botts L.L.P., Dallas,  
    Texas

— David Carstens, Carstens & Cahoon, Dallas,  
    Texas

— Sarah Knight, Talem IP Law, Gainesville, Florida

— Jay Lytle, Sughrue Mion PLLC, Washington, D.C.

10:30 Break

10:45 Indefiniteness in Patent Claims – Definitely 
an Issue 

In view of the Supreme Court’s decision in Nautilus 
and the USPTO’s increasing scrutiny, patent 
attorneys need to focus on drafting specifications 
and claims to withstand the future challenges.

— Ira Matsil, Slater & Matsil, Dallas, Texas

— Brian McCormack, Baker & McKenzie, Dallas,  
    Texas

 

9:00 RAND, FRAND, SEP, SSO, IEEE, - Making Sense 
Out of Alphabet Soup

A Panel Discussion on the importance of FRAND/
RAND Commitments and their significance for 
patent litigation

— Allen S. Lineberry, Siemens PLM Software, Plano,  
    Texas

— John P. Veschi, CEO, Marquis Technologies,  
    Plano, Texas

9:45 Recent Ethics/Malpractice Developments 
for Attorneys Handling Patent Litigation
(Ethics 9:45 - 10:00)

— Susan Fortney, Texas A&M University School of  
    Law, Fort Worth, Texas

— Saurabh Vishnubhakat, Texas A&M University  
    School of Law, Fort Worth, Texas

10:15 BREAK

10:30 THE FEDERAL CIRCUIT AND THE ITC – WHO’S 
CALLING THE SHOTS?

Suprema, Align Technologies, Lelo, and Other 
Recent Developments.

— James L. Quarles, III, WilmerHale, Washington,  
    D.C.



PTAB PROCEEDINGS, Cont.

3:00 Break

3:15 Hot Issues in PTAB Trials 
Session 1:  PTAB Procedural Developments and Impact of Ongoing Reform

Presenters will provide a run down on procedural aspects of PTAB practice, directed to recent developments and 
their influence on overall case strategy.  

Topics include:
•	 Drop in Institution Rate – Market Factors and Board Approach to Petition Defects
•	 Serial Petitions and the Application of Section 325 discretion/estoppel
•	 New rules and proposed reform legislation

Moderator:

— J. Andrew Lowes, Haynes and Boone LLP, Richardson, Texas

Panelists:

— Douglas A. Robinson, Harness, Dickey & Pierce, PLC, Saint Louis, Missouri

— Dan Smith, Fish & Richardson LLP, Dallas, Texas

— Gita Srivastava, Norton Rose Fulbright LLP, Dallas, Texas

4:00 Hot Issues in PTAB Trials 
Session 2:  Coordination with District Court Litigation

The panel will discuss PTAB trials and their experiences from real cases on what works most effectively, mistakes to 
avoid, and the interplay with district court litigation.  

Topics include:
•	 IPR Timing with Litigation
•	 Use of Institution Decision at the District Court
•	 Claim Construction Considerations
•	 Federal Circuit Appeal – Scope; Likelihood; Then What?

Moderator:

— J. Andrew Lowes, Haynes and Boone LLP, Richardson, Texas

Panelists:

— Chris Dunstan, Ericsson Inc., Plano, Texas 

— Sharon Israel, Mayer Brown LLP, Houston, Texas

— Donald Puckett, Skiermont Puckett LLP, Dallas, Texas

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia

5:00 Adjourn

5:15 Reception

Sponsored by

Schedule	 November 16 Schedule	 November 17

Join your peers in moderated discussions between patent prosecutors and litigators as they exchange their pet peeves 
about the other and explore ways for improving licensing and enforcement of patents during the entire life cycle of a 
patent.

Moderator:

— Adam C. Davenport, Dallas, Texas

Panelists:

— Matthew C. Acosta, Harness, Jackson Walker L.L.P., Dallas, Texas

— Austin Champion, Griffith Bates Champion & Harper LLP, Dallas, Texas

— Tara Clothier, Essilor of America, Inc., Dallas, Texas

— Juanita Deloach, Ph.D., Dentons US LLP, Dallas, Texas

— Michael Henry, Ph.D., Henry Patent Law Firm PLLC, Dallas, Texas

— Kandace D. Walter, Wilson Legal Group, PC, Dallas, Texas

— Andrew J. Wright, Bruster PLLC, Southlake, Texas

— Mimi Yu, Jones Day, Dallas, Texas

7:45 Breakfast Roundtables: Help Me Help You

 
Concurrent Sessions

PATENT PROSECUTION
Module Chair: Michael W. Piper

PATENT Litigation
Module Chair: Bruce Sostek

9:00 Software Prosecution: Dealing with the 
Hard Realities of a Software Practice

Developing disclosures and draft software cases to 
be prepared for the future, managing patent office 
prosecution for software cases already filed, and 
answering the challenges of functional claiming.

— Christa Brown-Sanford, Baker Botts L.L.P., Dallas,  
    Texas

— David Carstens, Carstens & Cahoon, Dallas,  
    Texas

— Sarah Knight, Talem IP Law, Gainesville, Florida

— Jay Lytle, Sughrue Mion PLLC, Washington, D.C.

10:30 Break

10:45 Indefiniteness in Patent Claims – Definitely 
an Issue 

In view of the Supreme Court’s decision in Nautilus 
and the USPTO’s increasing scrutiny, patent 
attorneys need to focus on drafting specifications 
and claims to withstand the future challenges.

— Ira Matsil, Slater & Matsil, Dallas, Texas

— Brian McCormack, Baker & McKenzie, Dallas,  
    Texas

 

9:00 RAND, FRAND, SEP, SSO, IEEE, - Making Sense 
Out of Alphabet Soup

A Panel Discussion on the importance of FRAND/
RAND Commitments and their significance for 
patent litigation

— Allen S. Lineberry, Siemens PLM Software, Plano,  
    Texas

— John P. Veschi, CEO, Marquis Technologies,  
    Plano, Texas

9:45 Recent Ethics/Malpractice Developments 
for Attorneys Handling Patent Litigation
(Ethics 9:45 - 10:00)

— Susan Fortney, Texas A&M University School of  
    Law, Fort Worth, Texas

— Saurabh Vishnubhakat, Texas A&M University  
    School of Law, Fort Worth, Texas

10:15 BREAK

10:30 THE FEDERAL CIRCUIT AND THE ITC – WHO’S 
CALLING THE SHOTS?

Suprema, Align Technologies, Lelo, and Other 
Recent Developments.

— James L. Quarles, III, WilmerHale, Washington,  
    D.C.

53rd Annual IP Law Conference Brochure.indd   2 10/1/2015   11:55:10 AM



Schedule	 November 17 Schedule	 November 17

3:15 Break

3:30 The Patent Eligibility Morass: How did we get here, how bad is it, and can we fix it?

In these presentations we will assess the current patent eligibility landscape based on statistical analyses of court 
decisions and USPTO office actions since Alice was decided in June 2014.  The panel will then review the larger 
historical developments in eligibility theory to show how the courts have improperly incorporated concepts of 
inventiveness into eligibility, concepts which Congress expressly attempted to eliminate in the 1952 Act.  Finally, the 
panel will discuss potential legislative changes to the patent statute.

— Russ Emerson, Haynes and Boone LLP, Dallas, Texas

— Robert R. Sachs, Fenwick & West LLP, San Francisco, California

— Prof. David O. Taylor, SMU Dedman School of Law, Dallas, Texas

5:00 Adjourn

11:00 Flying High or Crash And Burn?–
Getting Patent Damages Right

Panel Discussion on Recovering Patent Damages in 
the current environment.

— Christopher C. Barry, CPA/MBA, CFF, Partner,  
    PricewaterhouseCoopers LLP, Boston,    
    Massachusetts

— Andrew W. Carter, Founding Partner, Managing  
    Director and Chief Operating Officer, Ocean  
    Tomo, Chicago, Illinois

— Roy Weinstein, Managing Director, Micronomics 
    Los Angeles, California

PATENT PROSECUTION, cont. PATENT Litigation, cont.

11:45 How do I take advantage of having the 
PTO in my own backyard for the benefit 
of my community, my clients, and my 
practice?

•	 What opportunities will it create?

•	 Searching with PTO Tools

•	 Interviewing for Efficiency 

•	 Oral Argument for Appeal 

52nd Annual Conference on Intellectual Property Law

12:00 Lunch

12:30 Ethics Roundtables - A Nuts and Bolts Discussion on Common Ethical Problems Encountered 
by IP Lawyers

Roundtable discussions organized by Colin Cahoon, Carstens & Cahoon, Dallas, Texas and Paul Storm, Gardere 
Wynne Sewell LLP, Dallas, Texas

1:30 Break

TECH TRANSFER & MISCELLANEOUS
Module Chair: Mike Pegues, Polsinelli PC, Dallas, Texas

1:45 Patent Portfolio Licensing Models — Circling the wagons while internally running a  
Licensing Program

Circling the wagons while internally running a Licensing Program (Discussion of LOT, RPX, et al. and traditional 
licensing.) 

— Alfi Guindi, IPValue, Santa Clara, California

— Nainesh Shah, STMicroelectronics, Coppell, Texas

2:15 The New Texas Uniform Trade Secrets Act

Texas adopted its version of the UTSA in 2012. Learn what the Act has changed the way businesses litigate trade 
secret theft claims. Learn too about how business are using the Act to control the hiring of technology employees 
(i.e., Is the inevitable disclosure doctrine alive and kickin’ in Texas?) Finally, investigate whether the Act makes it 
easier/harder to obtain TROs (and the ethics challenges that arise in the TRO context).

— Stephen Fox, Polsinelli PC, Dallas, Texas

2:45 Boilerplate Blunders

Boilerplate provisions are often cut and pasted from one license agreement to another with little thought about the 
impact of their use.  This talk will assist counsel in identifying and avoiding the pitfalls of using boilerplate provisions 
and provide practical guidance for adapting provisions to meet the needs of each transaction.

— Robert H. Johnston, Johnston Law, Dallas, Texas

Established in 2003 as part of The Center for American and International Law (CAIL), the 
Institute for Law and Technology (ILT), sponsors educational programs for lawyers and other 
professionals with a principal focus on intellectual law and practice.  
 
ILT is a membership organization and counts leading intellectual property practitioners, both 
in-house and in private practice, among its members. For more information, visit cailaw.org/ilt

About the Institute for Law and Technology (ILT)

CAIL is a nonprofit educational institution dedicated to improving the quality of justice 
through continuing education to lawyers and law enforcement officials in the U.S. and 
throughout the world. Founded in 1947 by Robert Storey, Dean of the Southern Methodist 
University School of Law, CAIL was a pioneer back in a time when the notion of continuing 
formal education beyond law school was a relatively new idea. Today, tens of thousands of 
lawyers and law enforcement officers from all 50 states and 130 countries have participated 
in CAIL’s high quality, cutting-edge programs. Learn more at cailaw.org

About the Center for American and International Law (CAIL)
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Program at a Glance	 November 16-17

7:15 NETWORKING BREAKFAST PRESENTED BY THE WOMEN IN IP TASK FORCE - 
STATE BAR OF TEXAS

8:45 Welcome

The IP Year in Review and Judicial panel

9:00 Patent Year in Review

9:45 Copyright Year in Review

10:15 Trademark year in review

10:45 break

11:00 Patent Law Retrospective

12:15 Pick Up Boxed Lunch

12:30 Ethics at the USPTO

1:30 Break

PTAB PROCEEDINGS

1:45 State of the Board

2:15 Patent Owner Survival in the Wake of the PTAB:  How to Avoid 
the Darwin Awards

3:00 Break

3:15 Hot Issues in PTAB Trials Session 1:  PTAB Procedural  
Developments and Impact of Ongoing Reform

4:00 Hot Issues in PTAB Trials Session 2:  Coordination with District 
Court Litigation

5:00 Adjourn

5:15 Reception

Conference Co-Chairs

Marc A. Hubbard
Hubbard Law, PLLC
Dallas, Texas

Steve Malin 
Chen Malin LLP
Dallas, Texas

Schedule	 November 16 Institute for Law and Technology

Conference Sponsors

Monday, November 16

7:45Brea   Breakfast Roundtables: Pet Peeves that Litigators have with  
                    Prosecutors and Vice Versaand Networking

PATENT PROSECUTION and PATENT LITIGATION

TECH TRANSFER & MISCELLANEOUS

1:45 Patent Portfolio Licensing Models

2:15 The new Texas Uniform Trade Secrets Act

2:45 Boilerplate Blunders

3:15 BREAK

3:30 The Patent Eligibility Morass: How did we get here, how bad is it, 
and can we fix it?

5:00 Adjourn

Tuesday, November 17

Conference Planning Committee

Executive Committee

Marc A. Hubbard
Hubbard Law, PLLC

Steve Malin 
Chen Malin LLP

Chair
Clyde M. Siebman
Siebman, Burg, Phillips & Smith, LLP  
 
Vice-Chair 
Larry J. Bassuk 
Texas Instruments Inc.

The Center for American and International Law

Michael J. Marchand, President

Mark P. Smith, Co-Director of the Institute

Jay E. Ray, Co-Director of the Institute

Lawrence J. Bassuk – Texas Instruments Inc.

Jeff R. Bragalone – Bragalone Conroy, PC

Scott W. Breedlove – Vinson & Elkins, LLP 

Colin P. Cahoon – Carstens & Cahoon, LLP

Zunxuan Chen – Locke Lord LLP

Elisabeth A. Evert – Hitchcock Evert LLP

Hilda C. Galvan – Jones Day 

Brett C. Govett – Norton Rose Fulbright

Marc A. Hubbard – Hubbard Law PLLC 

Wei Wei Jeang – Andrews Kurth LLP 

John C. Lindgren – Conversant Intellectual Property 
Management, Inc. 

Allen S. Lineberry – Siemens PLM Software

David L. McCombs – Haynes and Boone, LLP

Michael D. Pegues – Bracewell & Giuliani LLP

Phillip Philbin – Haynes and Boone, LLP 

 

Michael W. Piper – Conley Rose, P.C.

Barton E. Showalter – Baker Botts L.L.P. 

Clyde M. Siebman – Siebman, Burg, Phillips & Smith LLP 

Elvin E. Smith, III – Law Offices of Elvin E. Smith III PLLC

Bruce S. Sostek – Thompson & Knight LLP 

Theodore Stevenson, III – McKool Smith 

David O. Taylor – SMU Dedman School of Law 

Frank C. Vecella – Ericsson Inc.

Conference Co-Chairs Institute Leadership

Vincent J. Allen
Carstens & Cahoon, LLP

Jenny Allenbaugh
The Law Offices of Jenny 
Allenbaugh, PLLC

Andrea Z. Almeida
Horzepa Spiegel & Associates, 
P.C.

Ted Anderson
Kilgore & Kilgore PLLC

Ron A. Antush 
Nokia, Inc.

Charles L. Babcock
Jackson Walker L.L.P.

Lawrence J. Bassuk	
Texas Instruments Inc.

Barry L. Bell
Echelon Analytics

Steve Benenson
Echelon Analytics

Scott W. Breedlove
Vinson & Elkins LLP

Gregg C. Brown	

Colin P. Cahoon
Carstens & Cahoon, LLP

David W. Carstens
Carstens & Cahoon, LLP

Daniel J. Chalker
Chalker Flores, LLP

Li Chen
Sidley Austin LLP

Robert M. Chiaviello, Jr.
Law Offices Of Robert M. 
Chiaviello Jr.

Max Ciccarelli	
Thompson & Knight LLP

Michael Crowley
Research in Motion

Philip Davison 	
Law Offices of Philip Davison

 
 

Marc L Delflache
Norton Rose Fulbright

Tracy W. Druce
Novak Druce + Quigg LLP

Elisabeth A. Evert
Hitchcock Evert LLP

Earl Fairbanks	  
IPFC Corp.

Edwin S. Flores
Chalker Flores, LLP

Brian J. Gaffney 
AT&T Services, Inc.

Hilda C. Galvan	
Jones Day

Kenneth R. Glaser
Gardere Wynne Sewell LLP

Thomas C. Goldstein	
Goldstein & Russell, PC

Brett C. Govett
Norton Rose Fulbright

Lance Gunderson 
Echelon Analytics

James I. Harlan 
Xtera Communications, Inc.

David H. Harper 
Haynes and Boone, LLP

Dean W. Harvey 
Andrews Kurth LLP

Paul Hashim 
Huawei Technologies USA

Joseph F. Hubach 
Texas Instruments Inc.

Marc A. Hubbard 
Hubbard Law, PLLC

William M. Imwalle 
Carstens & Cahoon, LLP

Thomas L. Irving 
Finnegan, Henderson, Farabow, 
Garrett & Dunner, LLP

Sharon A. Israel 
Mayer Brown LLP 

Thomas R. Jackson 
Jones Day
 
Wei Wei Jeang 
Andrews Kurth LLP
 
Brett Johnson	
Farney Daniels PC

Lisa K. Jorgenson 
STMicroelectronics

F. Scott Kieff	
George Washington University 
Law School

Rob L. King 
Silicon Laboratories

Thomas J. Klitgaard 
Dillingham & Murphy, LLP

George M. Kryder, III 
Vinson & Elkins LLP

Todd E. Landis 
Akin Gump Strauss Hauer & 
Feld LLP

Robert P. Latham 
Jackson Walker L.L.P.

John C. Lindgren	
Conversant Intellectual 
Property Management, Inc.

Allen S. Lineberry	
Siemens PLM Software

Michael Lowenberg 
Gardere Wynne Sewell LLP

Steven C. Malin 
Sidley Austin LLP

Robert V. Market	
Texas Heart Institute

Ira S. Matsil 
Slater & Matsil, L.L.P.

David L. McCombs 
Haynes and Boone, LLP

Brian C. McCormack 
Baker & McKenzie

Kevin J. Meek 
Baker Botts L.L.P.

 

Peter E. Mims	
Vinson & Elkins LLP
 
Aaron K. Mulvey 
Law Offices of Aaron K. Mulvey, 
PLLC 

Wes Musselman 
Fish & Richardson P.C.
Jim Nawrocki 
IPFC Corp.

Michael J. Newton 
Alston & Bird LLP

Warren Norred 
Norred Law

Steven L. Page 
Hewlett-Packard

Mark Patrick 
Texas Instruments Inc.

Michael D. Pegues 
Polsinelli PC

Gale R. Peterson 
Law Offices of Gale R. Peterson

Phillip Philbin 
Haynes and Boone, LLP

John Pinkerton 
Thompson & Knight LLP

Mark Reiter 
Gibson, Dunn & Crutcher LLP

Scott Rhoades 
Akin Gump Strauss Hauer & 
Feld LLP

Mark Richmond 
Dexas International Ltd.

Chris J. Rourk 
Jackson Walker L.L.P.

Garreth Sarosi 
Dentons US LLP

W. Todd Schoettelkotte 
IPFC Corp.

Hope Shimabuku 
Xerox Business Services, LLC

Bart E. Showalter	
Baker Botts L.L.P. 

Clyde M. Siebman 
Siebman, Burg, Phillips & Smith, 
LLP

Steven Slater	
Slater & Matsil, L.L.P.

Kate Soled 
American Eagle Airlines
 
Bruce S. Sostek	
Thompson & Knight LLP

Theodore Stevenson, III 
McKool Smith

Paul V. Storm	
Gardere Wynne Sewell LLP

Thom N. Tarnay
Sidley Austin LLP

Prof. David O. Taylor	
SMU Dedman School of Law

Fred Telecky
Texas Instruments Inc.

Doug Thomas 
Technology & Innovation Law 
Group

Keith R. Ugone
Analysis Group, Inc.

Frank C. Vecella 
Ericsson Inc.

R. Ross Viguet 
Norton Rose Fulbright

Sanford E. Warren, Jr. 
Warren Rhoades

David B. Weaver	
Vinson & Elkins LLP

Gerald T. Welch	
Dentons US LLP

Dee Ann Weldon-Wilson
Exxon Mobil Corporation

Bradley Williams 
Baker Botts L.L.P.

Thomas C. Wright 
Rose Walker LLP 

Jennifer Wuamett 
Freescale Semiconductor, Inc.

7:15 Networking Breakfast Presented by the Women in IP Task Force – State Bar of Texas 
Including Presentation (7:45 – 8:45 am)

Moderator:
— Cathryn Berryman, Winstead PC, Dallas, Texas

Panelists:
— The Hon. Stacey G. White, USPTO, Dallas, Texas

— The Hon. Miriam L. Quinn, USPTO, Dallas, Texas

8:45 Welcome

The IP Year in Review and Patent Law Retrospective
Module Chair: 

9:00 Patent Year in Review

— Gale R. (“Pete”) Peterson, Law Offices of Gale R. Peterson, San Antonio, Texas

9:45 Copyright Year in Review

— Kevin Tottis, TottisLaw, Chicago, Illinois

10:15 Trademark Year in Review

— Dyan House, Carter Scholer Arnett Hamada & Mockler, Dallas, Texas

10:45 Break

11:00 Patent Law Retrospective

The pace of change in patent law has been dizzying over the last decade. An experienced panel of practitioners 
and judges will address the changes and how the patent litigation landscape has changed.

Moderator:

— Theodore Stevenson, III, McKool Smith, Dallas, Texas

12:15 Pick Up Boxed Lunch

12:30 Ethics at the USPTO 

— Professor David Hricik, Mercer University School of Law, Macon, Georgia

1:30 Break

PTAB PROCEEDINGS
Module Chair: J. Andrew Lowes, Haynes and Boone LLP

1:45 State of the Board

— The Hon. Michael P. Tierney, U.S. Patent and Trademark Office, Alexandria, Virginia 

2:15 Patent Owner Survival in the Wake of the PTAB:  How to Avoid the Darwin Awards

The Darwin Awards commemorate those who improve our gene pool by removing themselves from it.  Patent 
owners are facing similar self-selection challenges in crafting their patents to avoid extinction under PTAB scrutiny.  
How should you prepare and prosecute patents to withstand critical review by the Patent Trial and Appeal Board 
(PTAB)?

— Tom L. Irving, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP, Washington, D.C.

PATENT PROSECUTION PATENT LITIGATION

9:00   Panel on Software  
           Prosecution Issues

9:00  RAND, FRAND, SEP, SSO, IEEE, -  
          Making Sense Out of Alphabet  
          Soup

10:30  break 9:45  Recent Ethics/Malpractice  
          Developments for Attorneys  
          Handling Patent Litigation

10:45  Panel on Indefiniteness 10:15  Break
11:45  Taking advantage of our  
           local branch of the PTO

10:30  THE FEDERAL CIRCUIT AND THE ITC  
           – WHO’S CALLING THE SHOTS? 
11:00  Flying High or Crash And Burn?    
           Getting Patent Damages Right

12:00           Lunch
12:30           ETHICS Roundtable
1:30              BREAK
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53rd Annual Conference on
Intellectual Property Law

November 16 - 17, 2015 

The Center for American
and International Law

Plano, Texas

Register Now! cailaw.org/ilt

Highlights
•	 Annual patent, trademark and copyright law updates
•	 Deep dive track on hot issues in patent litigation
•	 Overcoming challenges in drafting and prosecuting patent 

applications on software inventions
•	 A half day on conducting PTAB trials
•	 Alice and the patent eligibility morass
•	 Recent developments in patent portfolio licensing models
•	 The new Texas Uniform Trade Secrets Act
•	 Introduction to the Texas Regional PTO Office
•	 And more!

MCLE credit will be available
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53rd Annual Conference on INtellectual Property 
Law
Institute for Law and Technology
The Center for American and International Law  
5201 Democracy Drive  
Plano, TX USA 75024

Nonprofit 
Organization  

U. S. Postage PAID 
Permit No. 3778 

Dallas, Texas

PLEASE NOTE: The Center for American and International Law 
utilizes outside mailing lists. If you receive a duplicate of this 
announcement, please pass it along to an interested colleague.

Registration

53rd Annual Conference 
on Intellectual Property Law

November 16-17, 2015
The Center for American and International Law

Plano, Texas
Registration includes the Conference, course materials, continental 
breakfasts, boxed luncheons on Monday and Tuesday and networking 
reception on Monday for conference registrants and faculty.

Check applicable box:	 Received by 11/2/15	R eceived after 11/2/15	 
Regular registration fee	 o $595	 o $645 	
ILT Advisory Board Member	 o $0	 o $0
ILT Supporting or Sustaining 	 o $485	 o $525 

Member Employee 
DBA IP Section New Lawyers’ 	 o $485	 o $525 
      Committee Member
Government Employee	 o $485	 o $525
Law Student	 o $50	 o $50
Materials Only	 o $150	 o $150 

Name________________________________________________________

Badge Name (if different than above)________________________________

Firm/Company/Organization_______________________________________

Address______________________________________________________

____________________________________________________________

City, State, Postal Code, Country____________________________________

Phone_________________________ Fax___________________________

Email_ _______________________________________________________
 

PAYMENT INFORMATION

o Check enclosed payable to: The Center for American and International Law

Credit Card:	 oMastercard	   oVisa	        oAMEX	     oDiscover

Card number_ ______________________________ Exp date_ ___________

Name on card__________________________________________________

Billing address (if different than above address)________________________

____________________________________________________________

Signature_____________________________________________________

4 WAYS TO REGISTER
ONLINE
credit card only
www.cailaw.org

FAX
credit card only
972.244.3401

MAIL
check or credit card
The Center for American 
and International Law
5201 Democracy Drive 
Plano, TX USA 75024

PHONE
credit card only
972.244.3404 or 800.409.1090 
8:30am-5:00pm CT
 

PAYMENT MUST ACCOMPANY REGISTRATION

GENERAL INFORMATION
CANCELLATION POLICY: Tuition, less a $50 
cancellation fee will be refunded upon receipt 
of written cancellation received by November 2, 
2015. E-mail cancellation notice to  
lgaspar@cailaw.org. After this date, no refunds, 
but substitution of attendees for this program will 
be permitted. Registrants not entitled to a refund 
will receive the course materials.

HOUSING: The cost of housing is not included in 
tuition. However, rooms (in limited number) have 
been reserved at Dallas/Plano Marriott at Legacy 
Town Center, 7121 Bishop Road, Plano, Texas 
75024. Registrants should advise them they will 
be attending the IP Law Program to receive the 
reduced room rate of $174 + tax. The last day to 
obtain this special rate is October 26, 2015.

NONDISCRIMINATION POLICY: The Center 
for American and International Law does 
not discriminate on the basis of race, color, 
sex, religion, national origin, age, disability, 
veteran status or any other protected status in 
educational activities, scholarship programs or 
admissions.

MCLE CREDIT: This program is approved by 
the State Bar of Texas for a total of 15.75 hours, 
including 2.25 hour of ethics. Course ID Number: 
901328982. Credit hours for other states will vary 
and are subject to each state’s approval and 
credit rounding rules.

For this conference, ILT will directly apply 
(if requested) for course accreditation in the 
following states: California, Minnesota, New 
Mexico, Ohio, Oklahoma, Pennsylvania, Texas 
and Virginia. Some of these states may not 
approve a program for credit hours before the 
program occurs. Attorneys may be eligible to 
receive CLE credit through reciprocity or attorney 
self-submission in other states. ILT conferences 
are typically accredited by all mandatory CLE 
states.

ILT is an Institute of

ILT is an Institute of
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